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This is a response to the amendment filed 08/25/2010. In view of the amendment, claims 

1- 6, 10-13, 21-24, 26-34 are pending in which claims 1, 5-6, 24 are amended, non-elected claims 

2- 4, 10-13, 21-23, 26-33 are withdrawn, and claim 34 is newly added. The amended and new 
added claims necessitate a further consideration as presented below. 

Election/Restrictions 

1 . Restriction to one of the following species is required under 35 U.S.C. 121 : 

I. Claims 1,5-6 and 24 draw to a microstrip antenna, among with 

other features, connection member connected to all of the plurality of antenna 
electrodes, and a switch closes fewer connections than the connections of all of 
the antenna electrodes to the ground electrode at once. 

II. Newly added claim 34 draw to an antenna, among with other features, a 
connection member that selectively connect at least one antenna electrode among 
antenna electrodes to the ground electrode in response to one or more control 
signals. 

2. The species are independent or distinct because claims to the different species recite the 
mutually exclusive characteristic of such species. In addition, these species are not obvious 
variants of each other bases on the current record. 

There is an examination and search burden of these patentably distinct species due to 
their mutually exclusive characteristics. The species require a different field of search (e.g., 
searching different classes/subclasses or electronic resources, or employing different search 
queries); and /or the prior art applicable to one species would not likely be applicable to another 
species; and/or the species are likely to raise different non-prior art issues under 35 U.S.C. 101 
and/or 35 U.S.C. 1 12, first paragraph. 

The newly added claim 34 is directed to species that is distinct from the species originally 
claimed for the reasons as presented above. Since Applicant has received an action on the merits 
for the originally presented invention, this invention has been constructively elected by originally 
presentation for prosecution on the merits. Accordingly, claim 34 is withdrawn from 
consideration as being directed to a non-elected invention. See 37 CFR 1.142(b) and MPEP 
821.03. Thus non-elected claims 2-4, 10-13, 21-23 and 26-34 withdrawn from the consideration, 
and claims 1, 5-6 and 24 are considered as below. 
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Detailed Rejection Action 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claim 24 is rejected under 35 U.S.C. 1 12, first paragraph, as containing subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

Claim 24 has been amended to recite "a connection member that is connected to all of 
the plurality of antenna electrodes and connects at least one antenna electrode among said 
plurality of antenna electrodes to a ground electrode" which does not appear to be in the 
originally filed specification (i.e. "direct"). Thus, the recitation must be treated as "new matter". 
However, if the applicant does not believe that this subject matter is "new matter", an 
appropriate explanation is required including pointing out where support for this subject matter 
can be found in the origin specification. Note that the specification does disclose a connection 
member connected an antenna electrode to a ground electrode, and a plurality of connection 
members connected at least one antenna electrode to a ground member. However, the 
specification does not mention "a connection member connected to all of the plurality of 
antenna electrodes and connects at least one antenna electrode to a ground electrode" as 
claimed. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
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subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

(b) the invention was patented >r described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

6. Claims 1 and 5 are rejected under 35 U.S.C. 102(e) as being anticipated by Ngai et al (US 
2003/0164797 of record). 

Respecting claim 1, Ngai discloses, in Fig. 1 and 3, a microstrip antenna comprising an 
insulating substrate (12 in Fig. 1 or 62, 64 in Fig. 3), a plurality of antenna electrodes (14a, 14b) 
disposed upon one surface of said substrate, each having a feed point (18a, 18b in Fig.l or 55 in 
Fig. 3, paragraph hereafter para. 003 1]) for application of a radio wave signal; a ground electrode 
(20 in Fig. 1; 56, 60 in Fig. 3, para. [0033]) disposed upon the other side of, or in the interior of, 
said substrate, for supplying ground level; and a connection member (52, 58a, 58b) that 
connecting at least one antenna electrode (54 or 56) among said plurality of antenna electrodes 
(14a, 14b in Fig. 1, or 54, 56 in Fig. 3) to said ground electrode, at least at one spot (52, 58a, 
58b) thereof which is different from said feed point (55), the connecting member (52) fewer than 
all of the plurality of antenna electrode (54, 56) to said ground electrode at once (connection 
member 58a connecting antenna electrode 56 which is fewer than all of antenna electrodes "54 
and 56" to the ground electrode 60), wherein said connection member (52, 58a, 58b) is disposed 
at a location within a plane region occupied by said at least one antenna electrode (54 or 56) 
when said at least one antenna electrode is seen in plan view. Claim 1 further recites 'such that 
the direction of the integrated radio wave beam which is emitted from said plurality of antenna 
electrodes is inclined from the direction normal to said substrate". Ngai discloses the same 
structural configuration as the claimed invention. Therefore, although not explicitly stated in 
Ngai, it is inherently that the configuration of the electrode and ground of Ngai would perform 
claimed function of "a direction of an integrated radio wave beam which is emitted from said 
plurality of antenna electrodes is inclined from the direction normal to said substrate". 

Respecting claim 5, Ngai discloses said at least one spot (52) of the at least one antenna 
electrode (54) which is connected to said ground electrode (56) is in the vicinity of a terminal 
edge of said at least one antenna electrode, the terminal edge being on a side opposite to the feed 
point. 
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7. Claims 1, 6 and 24 are rejected under 35 U.S.C. 102(b) as being anticipated by Richards 
(US 6,195,047 of record). 

Respecting claim 1, Richards discloses, in Fig. 1-4, a microstrip antenna comprising an 
insulating substrate (30), a plurality of antenna electrodes (20) disposed upon one surface of said 
substrate, each having a feed point (41-48 in Fig. 4) for application of a radio wave signal; a 
ground electrode (26) disposed upon the other side of, or in the interior of, said substrate, for 
supplying ground level; and a connection member (24 in Fig. 2B, col. 4 lines 10+) that connects 
at least one antenna electrode (20) among said plurality of antenna electrodes (20) to said ground 
electrode, at least at one spot (Fig. 2B) thereof which is different from said feed point (one of 42, 
44, 46, 48, 50, col. 5 lines 10+), the connecting member (24) connecting fewer than all of the 
plurality of antenna electrode (20) to said ground electrode at once (one connection member 24 
connecting one antenna electrode 20 which is fewer than all of antenna electrodes 20 to the 
ground electrode 26); wherein said connection member (24) is disposed at a location within a 
plane region occupied by said at least one antenna electrode (20) when said at least one antenna 
electrode is seen in plan view. Claim 1 further recites 'such that the direction of the integrated 
radio wave beam which is emitted from said plurality of antenna electrodes is inclined from the 
direction normal to said substrate ". Richards discloses the same structural configuration as the 
claimed invention. Therefore, although not explicitly stated in Richards, it is inherently that the 
configuration of the electrode and ground of Richards would perform claimed function of "the 
direction of the integrated radio wave beam which is emitted from said plurality of antenna 
electrodes is inclined from the direction normal to said substrate ". 

Respecting claims 24 and 6, Richards discloses a substrate, antenna electrodes, and a 
ground electrode as discussed in claim 1 . Richards further a connection members (24 and switch 
in col. 4 lines 10-30) connecting the at least one antenna electrode (20) among the plurality of 
antenna electrodes to the ground electrode (26), at least at one spot (Fig. 2B) thereof which is 
different from said feed point (one of 42, 44, 46, 48, 50, col. 5 lines 10+) thereof, and wherein 
said connection member includes a switch (col. 4 lines 10-30, or 76 in Fig. 4) that opens and 
closes the connections between said at least one antenna electrode (20) and said ground 
electrode (26) via said connection member (24), and the switch closes fewer connections than the 
connections of all of the plurality of antenna electrodes to said ground electrode at one {one 
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switch closes a connection of one antenna electrode 20 to the ground member 26 which is fewer 
connections than the connections of all of the plurality of antenna electrodes 20 to the ground 
electrode 26). Claim 24 further recites the "connection member that is connected to all of the 
plurality of antenna electrodes'" which is rejected under 1 12 & 1 st paragraph as discussed in 
paragraph 4 above. 

Response to Arguments 

8. Applicant's arguments, filed August 25, 2010, with respect to amended claims 1 and 24 
under Ngai and Richards have been fully considered and are not persuasive. The Applicant 
argues that neither Ngai nor Richards teaches the newly amended subject matters "the 
connection member connecting fewer than all of the plurality of antenna electrodes to said 
ground electrode at once" as recited in amended claim 1, or that "said connection member 
includes a switch that opens and closes connections between said at least one antenna electrode 
and said ground electrode via said connection member, and said switch closes fewer connections 
than the connections of all of the plurality of antenna electrodes to said ground electrode at 
once" as recited in amended claim 24. The Examiner positively disagrees for the following 
reasons. 

Firstly, as discussed in the above rejections of claim 1, Ngai discloses the connection 
member 58a connecting only an antenna electrode 56 to the ground electrode 60. Thus, Ngai 
does discloses "the connection member 58a connecting fewer than all of the plurality of 
antenna electrodes (54 and 56) to the ground electrode at once. Similarly, Richards does teach 
"one connection member 24 connecting one antenna electrode 20 which is fewer than all of 
antenna electrodes 20 to the ground electrode 26 at once ". 

Secondly, respecting amended claim 24, Richards discloses a connection member (24 + a 
switch in col. 4 lines 30-40) including a switch (col. 4 lines 10-30) that opens and closes 
connections between one antenna electrode 20 and said ground electrode 26 via said connection 
member; Thus, Richards does disclose "said switch closes fewer than the connections of all of 
the plurality of antenna electrodes to said ground electrode at once" as recited in claim 24. Since 
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Ngai and Richards both discloses every features of the claimed invention. The rejections are 
solid. 

Lastly, in the argument, the Applicant intents to refer "at least one antenna electrode 
connected to the ground electrode and at least one antenna electrode not connected to the 
ground electrode" but the languages of the amended claims 1 and 24 are not so limiting. 
Therefore, Ngai and Richards's disclosure still read on the amended subject matters. In other 
words, the feature which Applicant relies on "the at least one antenna electrode not connected to 
the ground electrode" is not addressed in the claims. 

Conclusion 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Inquiry 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Trinh Vo Dinh whose telephone number is (571) 272-1821 and 
email address is trinh. dinhfeuspto . gov . The examiner can normally be reached on IFW (Increase 
Flexible Work). The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Douglas Owens, can be reached on (571) 272-1662. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
October 14, 2010 



/Trinh Vo Dinh/ 

Primary Examiner, Art Unit 2821 



